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Priority 

1 . Applicant alleges that a translation of JP 2000-287956 was enclosed in the response filed 
February 7, 2007. However, no translation of JP 2000-287956 has been received. Instead, the 
only translation received in Applicant's response filed February 7, 2007 is a translation of a 
Japanese language invention report used in Applicant's affidavit under 31 CFR 1.131 (note that 
the drawings of JP 2000-287956 are different that the drawings of the Japanese language 
invention report). 

Affidavit Under 37 CFR 1.131 

2. The affidavit filed on February 7, 2007 under 37 CFR 1.131 has been considered but is 

ineffective to overcome the Muramatsu (US 6,747,924) and Tsutsui et al (hereafter Tsutsui) (US 

5,751,675) references. The evidence submitted is insufficient to establish a reduction to practice 

of the invention in this country or a NAFTA or WTO member country prior to the effective date 

of the Muramatsu and Tsutsui reference. The following is a quotation of the MPEP in regard to 

how much of the claimed invention must be shown in 37 CFR 1.131 affidavits: 

The 37 CFR 1.131 affidavit or declaration must establish possession of either the 
whole invention claimed or something falling within the claim (such as a species 
of a claimed genus), in the sense that the claim as a whole reads on it. In re 
Tanczyn, 347 F.2d 830, 146 USPQ 298 (CCPA 1965) . . . Note, however, where 
the differences between the claimed invention and the disclosure of the 
reference(s) are so small as to render the claims obvious over the reference(s), an 
affidavit or declaration under 37 CFR 1.131 is required to show no more than the 
reference shows. In re Stryker, 435 F.2d 1340, 168 USPQ 372 (CCPA 1971). In 
other words, where the examiner, in rejecting a claim under 35 U.S.C. 103, has 
treated a claim limitation. as being an obvious feature or modification of the 
disclosure of the reference(s) relied upon, without citation of a reference which 
teaches such feature or modification, a 37 CFR 1.131 affidavit or declaration may 
be sufficient to overcome the rejection even if it does not show such feature or 
modification. . . . 
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Even if applicant's 37 CFR 1.131 affidavit is not fully commensurate with the 
rejected claim, the applicant can still overcome the rejection by showing that the 
differences between the claimed invention and the showing under 37 CFR 1.131 
would have been obvious to one of ordinary skill in the art, in view of applicant's 
37 CFR 1.131 evidence, prior to the effective date of the reference(s) or the 
activity. Such evidence is sufficient because applicant's possession of what is 
shown carries with it possession of variations and adaptations which would have 
been obvious, at the same time, to one of ordinary skill in the art. 

M.P.E.P. 715.02. 

The reference in Applicant's showing under 37 CFR 1.131 does not "establish possession 
of either the whole invention claimed or something falling within the claim . . ., in the sense that 
the claim as a whole reads on it" (Id). Independent claims 1 , 6 and 7 each contain a limitation 
requiring a determination "whether or not to correct focus precision when recording data onto the 
Nth track of said recording medium or playing back data from said Nth track." Fig. 2 of 
Applicant's specification shows such a determination being made in step S5 (see also Pages 16 
and 17 of Applicant's specification). 

However, Fig. 4 of the reference in Applicant's showing under 37 CFR 1.131, which 
otherwise corresponds to Fig. 2 of Applicant's specification, shows no such determination being 
made and instead corrects focus precision every time data is recorded onto or played back from 
the recording medium (see Fig. 4, steps 4-4 to 4-6 of Applicant's reference). The translation of 
Applicant's reference similarly makes no reference to a determination "whether or not to correct 
focus precision when recording data onto the Nth track of said recording medium or playing 
back data from said Nth track." 

The lack of the claimed determination "whether or not to correct focus precision" in 
Applicant's reference in the showing under 37 CFR 1.131 is not so small a difference between 
the claimed invention and the disclosure of the showing as to render the claims obvious over the 
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reference. Examiner has never, in rejecting a claim under 35 U.S.C. 103, "treated [the 
determination] claim limitation as being an obvious feature or modification of the disclosure of 
the reference(s) relied upon" (M.P.E.P. 715.02). On the other hand, Applicant has maintained 
that a lack of a determination "whether or not to correct focus precision" in the prior art 
references would render the claims patentable, and therefore non-obvious, over the prior art 
references (see Page 7 of Applicant's arguments filed February 7, 2007 and Page 8, second to 
last line-Page 9 of Applicant's arguments filed April 20, 2006). 

Accordingly, the whole claim does not read on the reference in Applicant's affidavit 
under 37 CFR 1.131, and the evidence submitted is insufficient to establish a reduction to 
practice of the invention. 

Claim Rejections - 35 USC § 102 
3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1, 6 and 7 are rejected under 35 U.S.C. 102(e) as being anticipated by Muramatsu 
(US 6,747,924). Applicant cannot rely upon the foreign priority papers to overcome this 
rejection because a translation of said papers has not been made of record in accordance with 37 
CFR 1.55. See MPEP § 201.15. 

In regard to claim 1 , Muramatsu discloses a recording and playback apparatus (Fig. 4) for 
recording data onto a predetermined recording medium (Fig. 4, element 36) and playing back 
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said data from said recording medium, said recording and playback apparatus comprising: a 
judgment mechanism (Fig. 4, element 46) to determine whether or not to correct focus precision 
when recording data onto an Nth track (track of the "currently reproduced location" of Col. 12, 
line 16) of said recording medium or playing back data from said Nth track (Fig. 6, steps S31, 
S32 and S34); a computing mechanism (portion of Fig. 4, elements 46 and 58 that computes the 
"optimal (e.g., minimal) jitter level" of Col. 10, lines 48-49) to compute a performance function 
value ("optimal (e.g., minimal) jitter level" of Col. 10, lines 48-49) based on a jitter value or 
amplitude of an RF signal obtained from an already recorded track different than said Nth track 
(Col. 10, lines 39-52; Col. 12, lines 34-51; and note that the Nth track is in the neighborhood of 
the Nth track), and a correction mechanism (Fig. 4, element 58) to correct said focus precision if 
said judgment mechanism determines to correct said focus precision in said recording data onto 
said Nth track of said recording medium or playing back data from said Nth track, said 
correction mechanism operating to correct said focus precision by using said performance 
function value (Fig. 6, step S35; Col. 10, lines 39-52; and CoL 12, lines 34-51). 

In regard to claim 6, Muramatsu discloses a recording and playback method (Fig. 6) for 
recording data onto a predetermined recording medium (Fig. 4, element 36) and playing back 
said data from said recording medium, said recording and playback method comprising: 
determining whether or not to correct focus precision when recording data onto an Nth track 
(track of the "currently reproduced location" of Col. 12, line 16) of said recording medium or 
playing back data from said Nth track (Fig. 6, steps S31 , S32 and S34); computing a 
performance function value ("optimal (e.g., minimal) jitter level" of Col. 10, lines 48-49 and Col. 
Col. 12, lines 50-51) based on a jitter value or amplitude of an RF signal obtained from an 
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already recorded track different than of said Nth track (Col. 10, lines 39-52; Col. 12, lines 34- 
51), and correcting said focus precision if it is determined to correct said focus precision in 
recording data onto said Nth track of said recording medium or playing back data from said Nth 
track, said correcting operating to correct said focus precision by using said performance 
function value (Fig. 6, step S35; Col. 10, lines 39-52; and Col. 12, lines 34-51). 

In regard to claim 7, Muramatsu discloses the "steps" of claim 7, which correspond to the 
method of claim 6 (see rejection of claim 6 over Muramatsu above). In addition, the claimed 
"computer readable medium" is inherent to the CPU of Muramatsu (Fig. 4, element 46), which 
carries out the computer program instructions of Fig, 6 (Col. 12, lines 12-14). 

Claim Rejections - 35 USC §103 
4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-3 and 6-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takagi et al (hereafter Takagi) (US 6,567,350) in view of Tsutsui et al (hereafter Tsutsui) (US 
5,751,675). 

In regard to claim 1, Takagi discloses a recording and playback apparatus (Fig. 6) for 
recording data onto a predetermined recording medium (Fig. 6, element 601) and playing back 
said data from said recording medium, said recording and playback apparatus comprising: a 
judgment mechanism (Fig. 6, elements 616 and 617) to determine whether or not to correct focus 
precision when recording data onto an Nth track of said recording medium or playing back data 
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from said Nth track (Fig. 8, steps S802, S804 and S805); a computing mechanism (inherent 
mechanism that computes the "moat [sic] suitable state" of Col. 1 1 , line 29) to compute a 
performance function value ("moat [sic] suitable state" of Col. 1 1, line 29) obtained from an 
already recorded track (Fig. 1, element 104) different than said Nth track (note that the claimed 
"track different than said Nth track" reads on a track 104 at the innermost periphery of the 
recording medium), and a correction mechanism (Fig. 6, elements 613 and 615) to correct said 
focus precision if said judgment mechanism determines to correct said focus precision in said 
recording data onto said Nth track of said recording medium or playing back data from said Nth 
track, said correction mechanism operating to correct said focus precision by using said 
performance function value (Col. 16, lines 54-60; Col. 18, lines 35-37; and Col. 1 1, lines 7-29). 
Takagi does not disclose that the performance function value is computed on a jitter value or 
amplitude of an RF signal. 

Tsutsui discloses a computing a performance function value ("minimum value of the 
jitters" of Col. 15, lines 25-28 or "maximum value of the amplitude of the RF signal" of Col. 14, 
lines 44-52) on a jitter value (Figs. 16 and 18) or amplitude of an RF signal (Figs. 5 or 7) to 
discriminate an optimum focus offset value (Col. 14, lines 44-52 and Col. 15, lines 25-28). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made for performance function value of Takagi to be computed on a jitter value or 
amplitude of an RF signal as suggested by Tsutsui, the motivation being for the focus precision 
of Takagi to discriminate an optimum focus offset value. 
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In regard to claim 2, Takagi discloses that said judgment mechanism forms a judgment to 
correct said focus precision if a predetermined period of time is determined to have lapsed (Col. 
19, lines 1-24). 

In regard to claim 3, Takagi discloses that said judgment mechanism forms a judgment to 
correct said focus precision if a temperature inside a disk drive setting said recording medium is 
determined to have increased by a predetermined temperature raise (Col. 16, lines 7-29). 

In regard to claim 6, Takagi in view of Tsutsui discloses a recording and playback 
method having method steps corresponding to the mechanisms of claim 1 (see rejection of claim 
1 over Takagi in view of Tsutsui above). 

In regard to claim 7, Takagi in view of Tsutsui discloses a computer performing the 
method steps corresponding to the mechanisms of claim 1 (see rejection of claim 1 over Takagi 
in view of Tsutsui above). The claimed "computer readable medium" is inherent to the CPU of 
Takagi (Fig. 6, element 612), which carries out the computer program instructions of Figs. 7 and 
8 (Col. 17, lines 9-12). 

In regard to claim 8, Takagi discloses that a performance curve includes shapes that vary 
in dependence on said recording medium (note that the "moat [sic] suitable state" of Col. 11, line 
29 inherently depends on said recording medium). 

In regard to claim 9, Takagi discloses that a performance curve includes shapes that vary 
in dependence on temperature of said recording medium (Col. 1, line 48-Col. 2, line 4 and note 
that the "moat [sic] suitable state" of Col. 11, line 29 inherently depends on the temperature of 
said recording medium). 
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5. Claims 1 5 4 and 6-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Verboom in view of Nakagawa et al (hereafter Nakagawa) (US 5,986,592). 

In regard to claim 1, Verboom discloses a recording and playback apparatus (Fig. 4) for 
recording data onto a predetermined recording medium (Fig. 4, element 2) and playing back said 
data from said recording medium (Col. 1, lines 10-20), said recording and playback apparatus 
comprising: a judgment mechanism (inherent mechanism to determine which FSP track is 
nearest the track to be read u [d]uring data readout" (Col. 3, lines 49-59)) to determine whether or 
not to correct focus precision when recording data onto an Nth track ("track to be read" of Col. 3, 
lines 58-59) of said recording medium or playing back data from said Nth track (note that focus 
precision is corrected when the FSP track nearest the track to be read changes and the stored 
focus-offset value for the new nearest FSP track is selected (see Col. 3, lines 49-59)); a 
computing mechanism (Fig. 4, elements 104 and 162) to compute a performance function value 
("highest value for (A1+A2)-(B1+B2)" of Col. 5, lines 43-47) based on a jitter value or 
amplitude of a signal obtained from an already recorded track ("FSP track nearest the track to be 
read" of Col. 3, lines 58-59) different than said Nth track (Col. 3, lines 49-59), and a correction 
mechanism (inherent mechanism that selects the stored "focus-offset value for the FSP track 
nearest the track to be read" (Col. 3, lines 57-59)) to correct said focus precision if said judgment 
mechanism determines to correct said focus precision in said recording data onto said Nth track 
of said recording medium or playing back data from said Nth track, said correction mechanism 
operating to correct said focus precision by using said performance function value (Col. 3, lines 
39-59 and Col. 5, lines 43-47 and note that focus precision is corrected if the "FSP track nearest 
the track to be read" changes by selecting the stored focus-offset value, which "provides the 
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highest value for (A1+A2)-(B1+B2)," for the new nearest FSP track). Verboom does not 
disclose that the signal is an RF signal. However, Verboom discloses that data are recorded in a 
run-length-limited (RLL) code (Col. 4, lines 55-57). 

Nakagawa discloses obtaining an RF signal to reproduce data recorded on a recording 
medium in a RLL code (Col. 1, lines 6-9). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made for the obtained signal of Verboom to be an RF signal as suggested by 
Nakagawa, the motivation being to reproduce the RLL coded data of Verboom. 

In regard to claim 4, Verboom discloses that said correction means is capable of 
correcting said focus precision by using a signal played back from an (N - l)th track immediately 
preceding said Nth track (Col. 3, lines 49-59). It is noted that when the Nth track is the track 
immediately following a one of the three Standard Format Part (SFP) tracks, the nearest SFP that 
is used to correct focus precision will be the (N-l)th track immediately preceding said Nth track. 

In regard to claim 6, Verboom in view of Nakagawa discloses a recording and playback 
method having method steps corresponding to the mechanisms of claim 1 (see rejection of claim 
1 over Verboom in view of Nakagawa above). 

In regard to claim 7, Verboom in view of Nakagawa discloses a computer performing the 
method steps corresponding to the mechanisms of claim 1 (see rejection of claim 1 over 
Verboom in view of Nakagawa above). The claimed "computer readable medium" is inherent to 
the control unit of Takagi (Fig. 4, element 106), which carries out the computer program 
instructions described in Col. 3, lines 49-59 (Col. 5, line 1-Col. 6, line 4). 
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In regard to claims 8 and 9, Verboom discloses a function curve ("(A1+A2)-(B1+B2)" on 
Col. 5, line 47). It is noted that the shape of the function curve of Verboom will inherently vary 
in dependence on said recording medium and on the temperature of said recording medium. 

Response to Arguments 

6. Applicant's arguments filed February 7, 2007 in regard to Muramatsu have been fully 
considered but they are not persuasive because they rely on a translation of JP 2000-287956 
which has not been made of record as noted above. 

7. Applicant's arguments filed February 7, 2007 in regard to Takagi have been fully 
considered but they are not persuasive because they rely on Applicant's affidavit under 35 CFR 
1.131 which is insufficient to show reduction to practice of the invention as noted above. 

8. Applicant's arguments filed February 7, 2007 in regard to Verboom have been fully 
considered but they are not persuasive. Applicant argues that Verboom does not disclose a 
judgment to determine whether or not to correct focus precision when recording data onto the 
Nth track of said recording medium or playing back data from said Nth track. However, during 
the data read out of Verboom, the "track to read" of Col. 3, lines 58-59 changes as data from the 
tracks is progressively read. As the "track to be read" of Col. 3, lines 58-59 changes, the "FSP 
track nearest the track to be read" (Col. 3, lines 58-59) also changes. The focus precision 
correction of Verboom corrects focus precision by changing the selected stored focus-offset 
value from the stored focus-offset value for the old FSP track nearest the track to be read to the 
stored focus-offset value for the new FSP track nearest the track to be read when the FSP track 
nearest the track to be read changes (see Col. 3, lines 49-59). Accordingly, a judgment to 
determine that the FSP track nearest the track to be read has or has not changed and, as a result, 
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to correct or not to correct focus precision after playback has started is inherent for correction of 
the focus precision of Verboom. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael V. Battaglia whose telephone number is (571) 272-7568. 
The examiner can normally be reached on M-F, 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, A. Wellington can be reached on (571) 272-4483. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Michael Battaglia 





SUPERVISORY PATENT EXAMINER 



